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in re Application of HeiKkila et al. 

serial Mo. 07/910,133 ^ , 

rii^d July ^^^^ ' ' 

,ppUc..ts „«. t,.« in ,p.oi«=.*lon "... 

,p.„. li,»o... one ..iU.. in t>,e »«uld un.c.st.n. .h.. 

evi^enc. by the etteched e«ce.pt ot e .o.ei^ chemical 
.ictlon.rv. svene. st„..rd ss u o» ,i.«> • - »d.ition 
.ppXicn.. »ev. ea.,. n.v cUi-s X. en. xs, .hi=» »" "PP"-""' 

....pxe, in ori,in.x cXei.= s en. X.. .c=or.in,x,, n= new 
.e„er eri..., «av=.a»X. con.iaere.ion o. «,e preeent .Xei., X. 

respectfully requested. 

Applicants note the objection to the drawing, by the 
a»ftsperson attach.a to the pen.in. o«ice .ction. .PpUcants 

, drawinqs will be submitted upon the allowance 

advise that formal drawings wixx u 

of the present application. 

Applicants turn now to address the Examiner's 
substantive conoaents in the pending office Action. . 

I on page 2 of the Office Action, the Examiner found 
„ew Oeclaration/Power of Attorney submitted April as, 1... to 
.e defective. Supplemental papers were filed in response to the 

^r, Mav 26 1994, Which Should correct any 
Examiner's position on May 26, laa*, 

deficiency in relation to this point. 
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in re Application ot HeikkiU et al. 

serial No. 07/910,133 

gn iftfi July ia. 1992 

II. Applicants note that the Examiner has not 
.c.nowled,ed Applicants- clai. to priority, nor receipt of the 
priority document from the PCT branch. 

..e above-identified application was filed on September 
, fro. a PPT application with an international filin. date 

.anuary IC l^si. and claims priority to Pinland Application 
NO. 900220, filed January 15, 1990. 

Since the PCT branch normally forwards the priority 
document to the P.O U.S. prosecution file, Applicants hereby 
.ecuest that the Examiner acknowledge Applicants' cla.m to 
. priority and receipt of the priority document. 

Ill on page 2 of the Office Action, the Examiner 
states that the application laCs a brief description of the 

drawings. - 

. a«c.ipUon Of the tl,ur. Is di^clo.^ at p.,- 1= 
... .ppuctio.. .cc«.«i„,.,. or.„ to, .»r«.or p,o«cution 
.,pUo.„t, -av. ..s.«e. this .is-.io„ .„to . ..ction .»t.tl^ 

Of objection. 

IV Th. Exa,.tn.t notes that tl>e t.xono.ic ne.es of 
.,o.oor,e„U.s to .e un.e.Une. o. iteUci.... ^PP"-" 

iteuci... tne t.,o„o.io n...s,of .U.oo.,.ni..s in repon.. 

to the Examiner's coiamentis. 
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in re Application of Heikkila Bt al. 

Serial No. 07/910,133 ^ 

r-^-r-^, "^-^^Y ^^^^ ' 

The Exa.in.r also notes that th. spelling of ..xylane" 

is incorrect in certain occurrences in the application. 

applicants' have reviewed the application and have not 
found instances of "xylane- heing dispelled. Applicants request 
that the Examiner specifically point out such occurences, so that 
appropriate corrections can take place. 

V. on pages 3 to 4 of the office Action, claims 1-14 

. ^ ^ -xc, u S C §112. second paragraph, as being 

are rejected under 35 u.s.t-. 

indefinite. 

Applicants submit that the amendments to the claims 
obviate the Examiner's bases of rejection. 

VI on page 5 of the Office Action, Claims 1-14 are 
..ejected under 35 U.S.C. S102(b) as being anticipated by HeXKila, 
et al (published July 26, 1990). 

The present application is a PCT application with an 
international filing date of January 10, 1991. 35 U.S.C. S363 
. .tates that an international application designating the United 
States Shall have the effect from its international filing date 
under article 11 of this treaty of a national application for 
patent Regularly filed in the PTO with the exception of under 35 

U.S.C. §102(e). 

Thus the critical date for determining what is pr^or 
.rt under 102 (b, to the present invention is more than one year 
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in re Application of Heikkili et al. 

Serial No. 07/910,133 , _ 

Piled July 1992 ^ 

« .»u„y 10, is«. i-. 
c«.d H««1I. .t re.„.nc P«tU*ea .uly a., it 
cannot 3S U.s.c 5 102(t) prlor art to the pr,..nt ol.».. 
„,r.,v.r. Applicants noto that that tt>e pr.s.nt application can 

1= TQQO and thus could antedate 
claim priority back to January 15, 1990, and tn 

the cited reference upon the submission of a certified 
translation of the priority document. 

accordingly, the rejection of the present clains over the 
above-cited reference should be withdrawn. 

VIXI. pages 5 to 6 of the Office Action, Claims 1-14 
are rejected under 35 U.S.C. §103 as being obviou. over Jeffries 
or tohmeir-Vogel et .1 in view of Jaffe and Onifihi. 

Applicants respectfully traverse for the following 

reasons. 

The present invention provides yeast fermentation for 
the simultaneous production of ethanol and xylitol in high 
yields. The Examiner's position is that the two primary 
references at least suggest the presently claimed method. 

Claim 1 of the present invention requires fermenting 
said hydrolyzed lignocellulose-containing material with a yeast 
strain which is capable of (i) converting free xylose to xylitol 
and (ii) free hexoses present to athanol. 

The Jeffries' abstract discloses that xylose obtained 
from xylane can be converted to ethanol by Candida shei^atae. 
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„«er.b, xvutol i= tor... .s . v.lua.U by-product. I» =on«a«, 
i„ „e pr.«ntw cl.i... proc.s.. xyUtol is airectly 
xylose, .nd .th.nol is Iotl..a <ro. l,«o»e.. 

Loto.ir-vo,.l discloses .n at«.pt to obtain .ota 
sthanol and lass «litoi darin, pentos. rar.antation by cha„,in, 
tba raaction conditions by addin, ..id. or by Xovarin, t». 
.at.r activity. In contrast, as stat.d abov., tba prasantl, 
ciai.ad procass providas xyiitol diraoti, ..r.ad «o. xyio,., and 

athanol is Jormad Iron haxosas. 

ja«a asas a ha,o.a-..r»antin5 y.a.t vhicl. is inert to 

pantosas. to product xyiitoi. In addition, tb. Procs 
includaa a nydr„anatin, stap. oniabi taacbaa .^iitoi production 
^ usin, o-xyluioa. as tb. .ain carbon sourc. or by uain, ,lucosa 
a. tha .ain carbon sourca, *.raby acatic aoid bactari. ara ».ad 

in addition to y.a.t. Kaitbar o< tb oondary r.f.r.no.s 

,„„est tb. pr..antiy clai.». process .bicn directly conv«t. 
xylose to xylitol. and haxosas to atbanol. 

Tba presently ciai.ad invention uses a yeast wbicb 
produce, xylitol fro. xylose and etbanol fro. b.xoses. Tb„., 
ccplex raw .ateri.l. .ay b. ..Ployad as a startin, -terial. 
„i. P.OC.SS is naitbar disclosed, .u„e.t.d. or enabled by any 
Of the above-cited references. 

Accordingly, Applicants .ub.it that the presently 
Claimed process is not obvious over. any of the above-cited 
references; therefore, Applicants respectfully request that tKe 
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In re Application of Heikkila et al. 

serial Ho. 07/910,133 . — 

riled July ^^^^ — " ^ 

Examiner withdraw the pending obviousness rejection over the 

above-cited references. 

r^QWCLDSIOM 

in view of the above remarks and amendments to the 
Claims, Applicants- respectfully submit that the presently 
claimed invention fully meets the requirements of 35 U.S.C. 
S U3, and is neither anticipated by nor obvious over the cited 
references, accordingly, all rejections should be withdrawn and 
this case should be passed to issuance. 

Any inquiry concerning this submission should be 
.i.ected to the undersigned at the telephone number listed below. 

Respectfully submitted, 

Dated: 9 November 1994 ^'h ^W S- ^^^^ ^ 

Reg. No-. 35,888 
KENYON & KENYON 
one Broadway .^^aa 
Nev York, New YorK 10004 
(212) 425-7200 (telephone) 
(212) 425-5288 (facsimile). 



. JftN 85 



.95 04:45Pn KENVnN & KENYON- 



TO 



99912124255288 



p. 04/05 



^ OP 

*^ is 



oi 



3 



< 

So 

i ! 

o ^ 
cn 

UJ 



JfiN ee '95 04:4^ KENYON & KENYON 



'Kdu-^.1994 15:23 FROM OY BOLSTER ftB 



TO 



99912124255288 



P.0S/05 



•7; o 



> 

= 1 



1 

1 



^3 

> ^ 



^ id 



Efp M 3 u 



< 8 



I 



as 3 



I 5 1 

> ? « 
09 n oa 



I 
a 



Si « 
11. 



fi3 ^ « 



M 0 9b ^ 



I 



2 I 
i 8 

I I 

5 . i 

e § § 

a 6 « 1 2 

nm 

«• w ^ JS 

HP 
i -i s g i § 

■ 2. > < 1 a £ 
^1 



if 



1: 



t» £J C 

a « H 
.2; 5 ^ 



c 

2.1 



S — c o 00 

? -i t -s 1 i 



g ! i t ^ i-8 a 




^1 



-2 25 , 



Si 



3 



•5 ? 
M > 



* 3 ^ 



11. \n 



ill 

15 2 « 
^ iS "i 



